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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . Claims 11-16, 23-26 and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Winkler (US 3,700,748) for the reasons set forth in item 2 of the 
Office action mailed 1 2/28/2006. 

Applicant's arguments filed 3/28/2007 have been fully considered but they are 
not persuasive. Applicants' characterization of Winkler's description regarding degree 
of hydrogenatlon is not contested, and it was this basis which was used to Interpret the 
Winkler disclosure in the prior rejection. Winkler describes a hydrogenatlon process "to 
remove substantially all unsaturation in the pendant vinyl groups and no more than 
about 50% of the unsaturation in the 1 ,4-structured portions." In contrast, applicant's 
claims are understood to require that at least 30% of the diene monomer units present 
In the polymer maintain the 1 ,4 double bond after hydrogenatlon. However, even 
considering this difference In description of the hydrogenated polymer, the disclosure of 
Winkler provides a substantial range of polymers for which applicants' range of 1 ,4 
unsaturation would be met. Specifically, Winkler discloses that the starting resin should 
have 8-80% 1 ,2 structure, with the balance of 20-92% 1 ,4 structure. Therefore, for all 
resins of 60-80% 1 ,4 structure, the expected outcome of the reference process would 
be a partially hydrogenated polymer within the scope of applicants' claims, having 
substantially all pendant vinyl groups hydrogenated, and at least 30% of the diene 
monomer units present In the polymer would have the 1 ,4 double bond after 
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hydrogenation. The use of an iron catalyst has been clearly suggested among a named 
group of only three metals. Applicants' assertion that "no selectivity is disclosed or 
suggested by the Winkler reference" is baseless. The entire foundation of the reference 
disclosure, as repeatedly stated by Winkler, is the obtaining of "selectively 
hydrogenated block copolymers" (see title), and Winkler furthermore claims a method of 
selective hydrogenation. 

Returning to applicants' comparative examples, it is noted that the polymer 
selected includes 53.4% 1 ,4 content; therefore, even if the exact method of the 
reference had been repeated, the residual level of 1 ,4 content would be expected to be 
below 30% (as a percentage of diene monomer units in the polymer) if 50% of the 1 ,4 
units were hydrogenated by the process. Applicants' resin sample fails to provide a 
showing of unexpected results, for the following reasons. First, applicants do not 
appear to have reasonably replicated the method of the reference, because they have 
reported comparative examples which are far more destructive to the 1 ,4 bond than the 
method described in the reference (i.e., much greater than 50% hydrogenation of the 
1 .4 bond); furthermore, this single data point using the resin having 53.4% 1 ,4 content 
cannot be expanded to cover the entire range of resins recommended by Winkler. As 
previously stated, starting with a resin of at least 60% 1 ,4 content would be expected to 
result in the claimed residual 30% 1 ,4 content after hydrogenation merely by following 
the disclosed and claimed method of Winkler. 

Regarding the presence of lithium alkoxide, it is noted that the method shown in 
Winkler reports adding 31 mmoles of lithium compound as a catalyst for making the 
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resin, then reports using 6 mmoles of Ni compound as liydrogenation catalyst; 
therefore, even if all of the lithium remained as an alkoxide, the Li/Ni ratio would be far 
below the claimed maximum of 20. 

2. Claims 1 7-22 and 27-32 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Winkler (US 3,700,748) in view of Willis et al. (US 4,396,761) for the 
reasons set forth in Item 3 of the Office action mailed 12/28/2006. 

Applicant's arguments filed 3/28/2007 have been fully considered but they are 
not persuasive. Applicants argue that the reference fails to disclose the absence of an 
oxidizing agent, further stating that oxygen from air was present in method of Willis. 
The limitation "in the absence of an oxidizing agent" Is understood to exclude the 
presence of an agent which would oxidize at least one component used in the method. 
There is nothing in the reference which would indicate that any oxidation reaction has 
occurred. Furthermore, even if oxygen were an oxidant for a method component, there 
is no basis to conclude that oxygen was present in the reference method. Organic 
chemists are well versed in the routine use of equipment and procedures to isolate 
reactions from extraneous interference from atmospheric oxygen or moisture, and the 
mere lack of description of such elementary laboratory procedures does not indicate 
that oxygen was present. 
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3. Claim 33 is objected to as being a duplicate of claim 14. Although the claim is 
phrased as an independent claim, the wording and scope are identical with claim 14 
which depends from claim 11. 

4. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action Is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Roberto Rabago whose telephone number is (571) 272- 
1 109. The examiner can normally be reached on Monday - Friday from 8:00 - 4:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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